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Election/Restrictions 

Applicant's election with traverse of Species A in the reply filed on 1 1/20/08 is 
acknowledged. The species restriction is withdrawn and all claims are examined. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 36, 40 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Forsnel in view of Babko-Malyi (US 2003/0106788 Al) and Carr (US 2008/0099441 Al) 

Forsnel discloses a method comprising directing, to locally remove a coating (silicon oil 
residues from metal surfaces, col.4, lines 47-50, since broadly interpreted residues form a coating 
that is desired to be removed), the plasma 34 onto the region of the substrate from which the 
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coating is to be removed, wherein the plasma has an effective width determined by the nozzles 
24 (Fig.2, effective to remove the coating). 

As to claim 67, Forsnel fails to disclose the use of a slit-shaped source. It would have 
been an obvious matter of design choice to use a slit-shaped source, since such a modification 
would have involved a mere change in the size of a component. A change of size is generally 
recognized as being within the ordinary level of skill in the art. In re Dailey, 357 F.2 nd 669, 149 
USPQ 1966. 

Still further, Babko-Malyi teaches that it is known to change the shapes of openings to 
either slits and/or holes (paragraph [0038] last line). It would have been obvious to one with 
ordinary skill in the art to use slits in the method of Forsnel in order to direct the plasma in a 
desired shape to correspond with a desired shape of coating removal, as is useful as taught by 
Babko-Malyi to yield the predictable result of coating removal. 

Further as to claim 67, Forsnel fails to disclose rotating the nozzles. Carr teaches that a 
known technique for plasma processing includes rotating nozzles (step 610, paragraph [0068]) in 
order to shape the surface of the workpiece as desired. It would have been obvious to rotate the 
nozzles in the modified method of Forsnel because Carr teaches that this is a useful technique for 
shaping a workpiece as desired with the predictable result of processing that part of the 
workpiece which is desired to be processed. 

As to claim 36, Forsnel discloses to change a coverage width of plasma and substrate by 
deactivating or activating plasma beams (col. 5, lines 51-53). 
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As to claims 40 and 44, since no other description is disclosed in Forsnel, it is expected 
that movement is parallel and normal to the face of the substrate, as cited. Further, Carr teaches 
relative movement (step 610) which enables processing at desired locations, including the edge. 

As to claims 49-50, it would have been obvious to use the method of Forsnel to remove 
the cited coatings because they are conventionally removed by plasma etching and is 
advantageous in that reactant species can be optimized depending on the type of coating to be 
removed. 

Claims 46 and 70 are rejected under 35 U.S.C. 103(a) as being unpatentable over Forsnel 
in view of Babko-Malyi (US 2003/0106788 Al), Carr (US 2008/0099441 Al) and Kobayashi 
(US 7,332,056 B2). 

The discussion of modified Forsnel from above is repeated here. 

As to claims 46 and 70, Forsnel fails to disclose a shield. Kobayashi teaches that shields 
20, 23 are useful next to substrates in order to achieve uniform processing near the edges of the 
substrate being processed (col.2, lines 1-11). It would have been obvious to provide a shield as 
taught by Kobayashi in the method of Forsnel in order to improve the uniformity of processing, 
which increases the yield of the final product. 

Claims 44, 49-50, 68-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Forsnel in view of Babko-Malyi (US 2003/0106788 Al), Carr (US 2008/0099441 Al) and 
Siniaguine et al (US 6,238,587 Bl). 

The discussion of modified Forsnel from above is repeated here. 
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As to claims 68-69, Forsnel fails to disclose varying the angle of the plasma jet. It is 
noted that apparatus limitations, unless they affect the process in a manipulative sense, may have 
little weight in process claims. In re Tarczy-Homoch 158 USPQ 141, 150 (CCPA 1968); In re 
Edwards 128 USPQ 387 (CCPA 1961); Stalego v. Heymes 120 USPQ 473, 478 (CCPA 1959); 
Ex parte Hart 117 USPQ 193 (PO BdPatApp 1957); In re Freeman 44 USPQ 116 (CCPA 1940); 
In re Sweeney 72 USPQ 501 CCPA 1947). 

Siniaguine teaches that it is useful to vary the angle of the plasma jet relative to the 
coating to be removed (col.3, lines 27-41) in order to influence the conditions of the plasma 
flowing over the surface, and thereby influence coating removal. It would have to vary the angle 
in the method of Forsnel because Siniaguine teaches that varying the angle is known and useful, 
and such is expected to yield the predictable result of coating removal. 

As to claim 44 Forsnel removes from a face of a substrate, but it would have also been 
obvious to remove from an edge as cited because it is obvious to remove coatings that are not 
needed in the final product, such as from the edge. 

As to claims 49-50, it would have been obvious to use the method of Forsnel to remove 
the cited coatings because they are conventionally removed by plasma etching and is 
advantageous in that reactant species can be optimized depending on the type of coating to be 
removed. 

Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Forsnel in view 
of Babko-Malyi (US 2003/0106788 Al), Carr (US 2008/0099441 Al) and Tanaka et al (US 
2002/0008082 Al). 
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The discussion of modified Forsnel from above is repeated here. 

As to claim 47, Forsnel fails to explicitly disclose a discharge device. It is noted that 
apparatus limitations, unless they affect the process in a manipulative sense, may have little 
weight in process claims. In re Tarczy-Hornoch 158 USPQ 141, 150 (CCPA 1968); In re 
Edwards 128 USPQ 387 (CCPA 1961); Stalego v. Heymes 120 USPQ 473, 478 (CCPA 1959); 
Ex parte Hart 117 USPQ 193 (PO BdPatApp 1957); In re Freeman 44 USPQ 116 (CCPA 1940); 
In re Sweeney 72 USPQ 501 CCPA 1947). 

Tanaka teaches that suctioning or evacuating by-products (by 60a) is useful when using a 
plasma jet (Fig. 2) in order to achieve high accuracy in coating removal. It would have been 
obvious to use a discharge device in the method of Forsnel because Tanaka teaches that it is 
useful to achieve high accuracy in coating removal. 

Response to Amendment 

Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. Carr is newly cited to teach rotating nozzles and 
Kobayashi is newly cited to teach providing a shield. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anita K. Alanko whose telephone number is 571-272-1458. The 
examiner can normally be reached on Mon-Fri until 3:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on 571-272-1465. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Anita K Alanko/ 

Primary Examiner, Art Unit 1792 



